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REMARKS 

Entry of the aomendment is requested, whereby claims 13, 58-60, 85, 86, 92 and 
115 will depending. 

C aim 11 5 is new. and is drawn to the subject matter which the Examiner concedes 
is envied, at,p3ge 4, point 7 of the action. 

Rjgarding point 3, the specification has been updated to the extent possible. The 
Examiner is well aware.that 10/181,663 is not something that can be updated, since he is 
handling the case. 

C laim 1 1 4 is canceled, rendering point 4 moot. 

Claim 92 is presented in independent form, rendering point 5 moot and mOving 
claim 92 to allowable status. Point 5 is moot. 

The Examiner has rejected dainis 58-60 under 35 U.S.C § 112, second paragraph, 
as allege dly being vague, and unclear. Applicants traverse. 

Ihe language of amended claim 58 has been approved by the USPTO. See, e.g., 
claim 2) of U.S.. Patent Nq. 6,830,924. The language of the claim is perfectly clear. 
Claimet are compositions which contain peptides. The peptides must be at least 8 amino 
acids kng and no more than 25 amino acids long. The amino acid sequence of the 
claimed peptide must be found in the reference sequences. Hence, while LLSHGAYDEV 
.. is encor apassed by the claims, LCCCLCCSHGAVIEV is not. The secondpepfide is 8-25 
ammo J .cids in length, but it does not appear in the referenced proteins, whereas the first 
one dot s, and is. The metes and bounds of the claims are clear, and can be deterinined 
easily. 



The rejection is improper and should be withdrawn. 
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Ti ming to the lack of enablement rejection of claims 58-60 (point 7), applicants 



traverse. 



They point out again that given the finding in U.S. Patent No. 6,830,924, e.g., that 
this type is enabled, the presumption of enablement for claims 58-60 is even 
Efeyond this, however, the Examiner has not made out prima facie case of 
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a claim 
stronger, 
lack of ekablement 
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Back letter law clearly establishes that the fact that a claim is broad does not 
render il non-enabled. Nor does the fact that experimentation is required to determine 
what is and is not encom^jassed by the claims. The test is: wonld the amount of 
experim' sntation. Aat is necessary be w^due. 

V^itb respect to alleged lack of guidance, a specification need not teach, and 
preferably leaves out, that which the art akeady knows. 

Example 21 of the specification, e.g., teaches how to test peptides for their ability 
to bind to .HLA-A2 molecules and to stimulate CTLs. The test is presented in great 
detail. : lie reference protein and its sequence are provided. 

Undoubtedly, not all peptides possible satisfying the structural parameters of flie 
claim, .Mdll work. That, however, is not the end of the inquiry. The test is: would it 
require undue experimentation to detennine those which will work? Applicants have 
shown iiat it is not. Assuming arguendo that the only 3 peptides which function as 
claimejare those that the Examiner concedes are enabled, then that is all the claim 
covers. Applicants need not disclose one, ten, fifty, or m. additional peptides, once they 
have ta ight the art how to practice their invention. Indeed, they have. 

The Examiner cites to Roitt and to U.S. Patent No. 5,840,839 in support of bis 
rejectic n. 
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peptides 
note that 
true. 



Re liance on Rgitt is interesting. The Examiner states that gojtt teaches that 
12-15 amino acids long are optional for MHC Class I binding. While applicants 
this is NOT in concordance with the field as a whole, let one assiime fhat it is 
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Tine claims cover peptides 12-15 amino acids long. Further, ironically, the 
peptides the Examiner concedes are enabled are 10, 9, and 9 amino acids long. Clearly, 
Roitt is r ot definitive on. this issue. 

With respect to U.S. Patent No. 5,840,839, applicants do not disagree with the 
contention that not aU peptides that bind to an HLA molecule will stimulate CTLs. They 
candidly admit this tfeeinselves, at page 20. 

Regarding the '839 patent, it is noted that this patent is based on an application 
media 1996, which hsxdly makes it "state of the art" for 1999. 

Ill is agreed that structure alone cannot be used as a "predictor" of what will 
function as a CTL stimulating peptide. IM is what the '839 patent teaches. It also 
teaches low to test the peptides which satisfy structural requirements, to determine their 
functioial attributes. .So do applicants. AppUcants have satisfied the enablement 
requirer lent, and the rejection should be withdrawn. 

.1 "uming next to the rejection at point 8, applicants pomt out that they have deleted 
"or part ' in claim 13. Applicants, contrary to the Examiner's assertions, have identified a 
fimction of the claimed peptides. They are "cancer associated antigens," meting they 
serve aii indicators of the presence of cancer. The rest of the Examiner's position is not 
underst 3od. The Examiner has not explained why the claim language is insufficient, and 
in fact, the rejection is self-contradictory. 

: For example, at page 7, lines 4-5, the Examiner states: 
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"Claims 13, 58-60, 85, and 86 aie drawn to genus of 
peptides comprising a fragment of SEQ ID N O: 32." 

xien the Examiner states, at page 8 : 

"A description of a genus of full length proteins may 
be achieved by means of a xecitation of a representatiyiB 
number of protein encoded by the coiresponding <sic;' fhe> 
ORPs, defined bv nucleotide sequences, fallmp within the 
scope of the genus or a recitation of stn ictural features 
rnrnTYioTi to the members of the genus, which features 
constitute a substantive portion of the genus." 
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set forth 
should 
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certainly seems to applicants that the claims are in accordance with the option 
by the Examiner. In view of this compUance, the rejection is not proper, and 
withdrawn. 



be 

^11 issues have been addressed and resolved. Allowance of this application is 
beUeveq proper and is urged. 

.ppUcant believes no fee is due with this response. However, if a fee is due, 
c|harge our Deposit Account No. 50-0624, under Order No. NY-LUD 5793-USl- 
from which the undersigned is authorized to draw. 



please 

CIP(10fel555l) 



lespectfuU v submi tted. 




Norman D. Hanson 
Registration No.: 30,946 
FULBRIGHT & JAWORSKI L.L.P. 
666 Fiflh Avenue 

New York, New York 10103 ^ 
(212)318-3000 
(212) 318-3400 (Fax) 
Attorney for Applicant 
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